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DETAILED ACTION 

1 . This office action is in response to the pre-appeal conference filed on November 25, 
2005, in which claims 1 and 3-24 are presented for further examination. 

Response to Arguments 

2. Applicant's arguments filed on November 25, 2005 with respect to Gharachorloo's 
reference have been fully considered but they are not persuasive However, the arguments with 
respect to the 35 USC 1 12, first paragraph are not persuasive. The rejection of the last office 
action with respect to Gharachorloo's reference has been withdrawn. 

Remark 

3. Applicant asserted that table 1 of the specification clearly discloses multiple registers and 
the use of such registers is described in the specification page 3, lines 9 to page 7, line 20. It is 
clearly submitted that table 1 of the applicant's disclosure provides multiple registers and 
wherein said registers are detailed in the specification, page 3, lines 9 to page 7, line 20. 
However, the portion of the disclosure as indicated by the applicant does support the invention as 
claimed in claims 1 and 3-24. Although, the applicant shows support of the words increment and 
decrement (see specification, page 9, lines 21-32 and page 11, lines 6-8). However, such portions 
of the specification do not actually support applicant's claimed language. There is a big different 
between the cited portion of the applicant's disclosure and the recited claimed language. Claim 1, 
however, recites "storing in a first register a value for tracking a number of data units that have 
been transferred into a buffer — " According to the specification page 6, lines 18-25, the register 
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does not actually store any value for tracking the number of data units that have been transferred 
into a buffer. In fact, it is the data mover 500 that keeps track the progress of the transfer by 
managing the counter 502, which is decremented by the value of the block sector after each 
successful block transfer from the host to the buffer. So after each unit of data transferred 
between the transfer system and the host, all the registers are updated There is no indication 
showing the value of a register is modified based on a transfer of a data unit into a buffer nor a 
value storing in a second register to increment the value contained in the first register. 
Applicant's disclosure, page 9, lines 21-23, states after the signal 509 is received by the data 
mover 500, the value of register 502 is decreased by 1 and the value of register 505 is increased 
by 1 . There is no mentioned as to whether the value in register 502 is incremented based on the 
value contained in the register 505. 

Applicant's disclosure, page 11, lines 6-8, states after the signal 509 is received by the 
data mover 500, the value of register 503 is decreased by 1 and the value of register 505 is 
increased by 1 . There is no mentioned as to whether a value is stored in register 505 to 
decrement the value in the register 502; and the value in register 502 is decremented based on the 
value contained in the register 505. 

There is nowhere in applicant disclosure showed as to whether to store an address in the 
fourth and fifth register representing the location in the buffer where data is being transferred. 
There is also no functional relationship between elements in the claim. 

There is nowhere in applicant disclosure showed as to whether to store an address in the 
sixth register representing a beginning of the buffer, nor storing an address in a seventh register 
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representing an end of the buffer. There is also no functional relationship between elements in 
the claim. 

There is nowhere in applicant disclosure showed as to whether to store a value in the 
eighth register representing a storage capacity of the buffer. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-8 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

While transferring data between a host device and a storage medium could be considered 
a tangible result, the body of claims 1, 10, 19 and 22 do not appear to actually support the 
preamble by including a step or steps, which accomplish that act. There is no functional 
relationship between the body of the claims 1, 10, 19 and 22 and the preamble. 

In claim 1, after the command to transfer data received from the host device, there was 
actually no transfer took place. Claim 1 recites that "storing in a first register a value for tracking 
a number of data units that have been transferred into a buffer — " According to the 
specification page 6, lines 18-25, the register does not actually store any value for tracking the 
number of data units that have been transferred into a buffer, in fact the data mover 500 keeps 
track the progress of the transfer by managing the counter 502, which is decremented by the 
value of the block sector after each successful block transfer from the host to the buffer. So after 
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each unit of data transferred between the transfer system and the host, all the registers are 
updated. There is no indication showing the value of a register is modified based on a transfer of 
a data unit into a buffer nor a value storing in a second register to increment the value contained 
in the first register. Applicant's disclosure, page 9, lines 21-23, states after the signal 509 is 
received by the data mover 500, the value of register 502 is decreased by 1 and the value of 
register 505 is increased by 1 . There is no mentioned as to whether the value in register 502 is 
incremented based on the value contained in the register 505. 

The limitations of claim 3 are not supported by Applicant disclosure. Applicant's 
disclosure, page 11, lines 6-8, states after the signal 509 is received by the data mover 500, the 
value of register 503 is decreased by 1 and the value of register 505 is increased by 1 . There is no 
mentioned as to whether a value is stored in register 505 to decrement the value in the register 
502; and the value in register 502 is decremented based on the value contained in the register 
505. 

The limitations of claim 4 are not supported by Applicant disclosure. There is nowhere in 
applicant disclosure mentioned as to whether to store an address in the fourth and fifth register 
representing the location in the buffer where data is being transferred. There is also no functional 
relationship between elements in the claim. 

The limitations of claim 5 are not supported by Applicant disclosure. There is nowhere in 
applicant disclosure mentioned as to whether to store an address in the sixth register representing 
a beginning of the buffer, nor storing an address in a seventh register representing an end of the 
buffer. There is also no functional relationship between elements in the claim. 
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The limitations of claim 6 are not supported by Applicant disclosure. There is nowhere in 
applicant disclosure mentioned as to whether to store a value in the eighth register representing a 
storage capacity of the buffer. 

Claims 10-17 contain the deficiency as listed in the claims 1-6 above. Therefore, claims 
10-17 are rejected using the same rationale as applied to claims 1-6 above. 

Claims 19-24 contain the deficiency as listed in the claims 1-6 above. Therefore, claims 
19-24 are rejected using the same rationale as applied to claims 1-6 above. In addition, claims 19 
and 22 recite "a buffer's fullness". It is unclear to one having ordinary skill in the art as what 
applicant means by "buffer's fullness". 

Claim 22 recites the limitation "the buffer's fullness" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1 and 3-24 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. In claim 1 , after the command to transfer data received from the host device, there 
actually no transfer is taking place. Claim 1 recites that "storing in a first register a value for 
tracking a number of data units that have been transferred into a buffer- — ". According to the 
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specification page 6, lines 18-25, the register does not actually store any value for tracking the 
number of data units that have been transferred into a buffer, in fact the data mover 500 keeps 
track the progress of the transfer by managing the counter 502, which is decremented by the 
value of the block sector after each successful block transfer from the host to the buffer. So after 
each unit of data transferred between the transfer system and the host, all the registers are 
updated. There is no indication showing the value of a register is modified based on a transfer of 
a data unit into a buffer nor a value storing in a second register to increment the value contained 
in the first register. Applicant's disclosure, page 9, lines 21-23, states after the signal 509 is 
received by the data mover 500, the value of register 502 is decreased by 1 and the value of 
register 505 is increased by 1 . There is no mentioned as to whether the value in register 502 is 
incremented based on the value contained in the register 505, Claim 1 recites "storing in a first 
register a value for tracking a number of data units tat have been transferred into a buffer but that 
have not yet been transferred out of the buffer". Such limitation is not supported by the 
specification. 

The limitations of claim 3 are not supported by Applicant disclosure. Applicant's 
disclosure, page 11, lines 6-8, states after the signal 509 is received by the data mover 500, the 
value of register 503 is decreased by 1 and the value of register 505 is increased by 1. There is no 
mentioned as to whether a value is stored in register 505 to decrement the value in the register 
502; and the value in register 502 is decremented based on the value contained in the register 
505. 

The limitations of claim 4 are not supported by Applicant disclosure. There is nowhere in 
applicant disclosure mentioned as to whether to store an address in the fourth and fifth register 
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representing the location in the buffer where data is being transferred. There is also no functional 
relationship between elements in the claim. 

The limitations of claim 5 are not supported by Applicant disclosure. There is nowhere in 
applicant disclosure mentioned as to whether to store an address in the sixth register representing 
a beginning of the buffer, nor storing an address in a seventh register representing an end of the 
buffer. There is also no functional relationship between elements in the claim. 

The limitations of claim 6 are not supported by Applicant disclosure. There is nowhere in 
applicant disclosure mentioned as to whether to store a value in the eighth register representing a 
storage capacity of the buffer. 

Claims 10-17 contain the deficiency as listed in the claims 1-6 above. Therefore, claims 
10-17 are rejected using the same rationale as applied to claims 1-6 above. 

Claims 19-24 contain the deficiency as listed in the claims 1-6 above. Therefore, claims 
19-24 are rejected using the same rationale as applied to claims 1-6 above. In addition, claims 19 
and 22 recite "a buffer's fullness". Applicants are advised to amend the specification or cancel 
the above-mentioned limitations from the claims. Applicants are reminded that new matter 
should be added. 

Claim Rejections - 35 USC §101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

8. Claims 1 and 3-24 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter, specifically, as directed to an abstract idea. 
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While transferring data between a host device and a storage medium could be considered 
a tangible result, the body of claims 1, 10, 19 and 22 do not appear to actually support the 
preamble by including a step or steps, which accomplish that act. Additionally, the claims 1, 3- 
24 appear to define non-statutory processes because they merely manipulate an abstract idea 
without a claimed limitation to a practical application. The language of the is not tied to an 
environment or machine which would result in a practical application that produce a concrete, 
useful, and tangible result to form the basis of statutory subject matter under 35 U.S.C. 101 . 
claims 1 and 10, 19 and 22 recite a series of steps without producing a concrete result. It does not 
appear to be anything subjective to raise an issue with whether theses steps produce a concrete 
result. 

The dependent claims 3-9, 20-21 and 23-24 are rejected for fully incorporating the errors 
of their respective base claims by dependency. 

Claims 18 and 22 define non-statutory processes because they merely recite a software 
application not execute by a computer medium for transferring data between the host device and 
the storage medium. Such ASIC software application is not part of the host device for 
performing the act of transferring data. Claims 18 and 22 define an abstract idea without a 
claimed limitation to a practical application. The language of the is not tied to an environment or 
machine which would result in a practical application that produce a concrete, useful, and 
tangible result to form the basis of statutory subject matter under 35 U.S.C. 101. Applicant is 
advised to amend the claims by specifying the claim being directed to a practical application and 
producing a tangible result being executed by a general-purpose computer in order to correct the 
above indicated deficiencies. 
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Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1 and 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Siegel US 
Patent no.5, 261,072. 

As to claim 1, Siegel discloses the claimed "receiving from the host device a command to 
transfer data between the host device and the storage medium" an implemented software used to 
execute a software call from a supervisory program operating in the host computer to receive the 
commands to transfer data to the storage medium (Abstract; col.3, lines 48-64); "storing in a first 
register a value for tracking a number of data units that have been transferred into a buffer but 
that have not yet been transferred out the buffer" (col. 6, lines 58-67; since register in general 
used to hold data for a particular purpose so the memory cache as disclosed by Siegel has the 
register that allow to hold the amount of data to be transferred col.3, line 66-col.4, line 9) and 
"modifying the value contained in the first register in response to a transfer of a data unit out of 
the buffer" by decrementing the value contained in the first register to zero which indicated that 
all the requested data has been transferred (col.7, lines 33-35) and "modifying a value contained 
in the first register in response to a transfer of a data unit into the buffer" by incrementing the 
value contained in the register in response to a transfer of a data into the buffer (col.7, lines 46- 
56). 
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As to claim 7, Siegel discloses the claimed "wherein the host device is a computer" (col. 4, lines 
37-50). 

As to claim 8, Siegel discloses the claimed "wherein the storage medium comprises non- volatile 
semiconductor memory" (col. 6, lines 15-62). 

As to claim 9, Siegel discloses the claimed "implementing the method via an application specific 
integrated circuit (ASIC) (col.4, lines 1-9; col. 7, lines 50-66). 

Claim Rejections - 35 USC §103 

11. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 3-6 and 10-24 as best understood by the examiner are rejected under 35 U.S.C. 
103(a) as being unpatentable over Siegel US Patent no. 5,261 3 072 and Sefidvash US Patent no. 
5,581,790. 

As to claims 3- 6 and 13-17, Siegel discloses the use of storing in the third register a value for 
incrementing a value contained in the first register" (col. 7, lines 33-35); "storing in the register 
an address representing a location in the buffer where data is being transferred between the 
buffer and the host device" (col. 8, lines 5-65): storing in the register an address representing a 
location in the buffer where data is being transferred between the buffer and storage medium 
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(col. 8, lines 5-65); storing in a sixth register an address representing a beginning of the buffer 
(col. 8, lines 5-65); storing in the register an address representing and end of the buffer (col. 8, 
lines 5-67) and storing in the register a value representing a storage capacity of the buffer (col. 8, 
lines 5-65). However, Siegel does not explicitly disclose the use of second-eight registers. On the 
other hand, Sefidvash discloses an analogous system that provides the use of determining which 
data transfer(s) to handle during each available data transfer period, wherein the data transfers 
generally are sent with a command or transaction type indicator, which is transferred in parallel 
with the first bits of data. During the course of the data transfer, an integrity circuit 81 checks 
each word transferred for it parity value and also checks the entire block with an error detector 
code to make sure the integrity of the data block transferred has been properly fulfilled and also 
keep track of the number of blocks which are properly transferred. Fig. 1 A of Sefidvash 
discloses a multiple registers, wherein the register 34, register 36 and a counter feeder control 
unit keep track of the number of block of data that are being transferred. The system disclosed in 
Fig. 6 of Sefidvash provided a method for measuring the number of bytes and number of blocks 
of data. Fig.2C uses the I/O buffer 36 of fig.lA to communicate to flag register 24, the interrupt 
register 34 and the mask register 36 in order to flag errors or to interrupt data transfer on a given 
protocol channel. These implications disclose the use of a second-eight register, wherein each 
one of the registers performs their own task. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to combine the teachings of the cited 
references, wherein the host computer provided therein (see Siegel' s fig.l item 14) would 
incorporate the use of a multiple registers, wherein each one the register would perform their 



Application/Control Number: 1 0/09 1 ,778 Page 1 3 

Art Unit: 2162 

own specific task. One having ordinary skill in the art would have found it motivated to utilize 
such a combination in order to ensure integrity of the transfer. 

As to claim 10, Siegel discloses the claimed "receiving from the host device a command to 
transfer data between the host device and the storage medium" an implemented software used to 
execute a software call from a supervisory program operating in the host computer to receive the 
commands to transfer data to the storage medium (Abstract; col.3, lines 48-64); "temporarily 
stores data that is transferred between the host device and the storage medium" (col.3, lines 40- 
50); "storing in a first register a value for tracking a number of data units that have been 
transferred into a buffer but that have not yet been transferred out the buffer" (col.6, lines 58-67; 
since register in general used to hold data for a particular purpose so the memory cache as 
disclosed by Siegel has the register that allow to hold the amount of data to be transferred col.3, 
line 66-col.4, line 9) and "modifying the value contained in the first register in response to a 
transfer of a data unit out of the buffer" by decrementing the value contained in the first register 
to zero which indicated that all the requested data has been transferred (col.7, lines 33-35) and 
"modifying a value contained in the first register in response to a transfer of a data unit into the 
buffer" by incrementing the value contained in the register in response to a transfer of a data into 
the buffer (col.7, lines 46-56). However, Siegel does not explicitly disclose the use of second- 
eight registers. On the other hand, Sefidvash discloses an analogous system that provides the use 
of determining which data transfer(s) to handle during each available data transfer period, 
wherein the data transfers generally are sent with a command or transaction type indicator, which 
is transferred in parallel with the first bits of data. During the course of the data transfer, an 
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integrity circuit 81 checks each word transferred for it parity value and also checks the entire 
block with an error detector code to make sure the integrity of the data block transferred has been 
properly fulfilled and also keep track of the number of blocks which are properly transferred. 
Fig. 1 A of Sefidvash discloses a multiple registers, wherein the register 34, register 36 and a 
counter feeder control unit keep track of the number of block of data that are being transferred. 
The system disclosed in Fig.6 of Sefidvash provided a method for measuring the number of bytes 
and number of blocks of data. Fig.2C uses the I/O buffer 36 of fig. 1A to communicate to flag 
register 24, the interrupt register 34 and the mask register 36 in order to flag errors or to interrupt 
data transfer on a given protocol channel. These implications disclose the use of a second-eight 
register, wherein each one of the registers performs their own task. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to combine the 
teachings of the cited references, wherein the host computer provided therein (see SiegePs fig. 1 
item 14) would incorporate the use of a multiple registers, wherein each one the register would 
perform their own specific task. One having ordinary skill in the art would have found it 
motivated to utilize such a combination in order to ensure integrity of the transfer. 

As to claim 1 1, Siegel discloses the claimed "wherein the data transfer system is configured to 
modify the value contained in the first register in response to a transfer of a data unit between the 
buffer and the host device" (col.7, lines 33-65; col.8, lines 5-67). 
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As to claim 12, Siegel discloses the claimed "wherein the data transfer system is configured to 
modify the value contained in the first register in response to a transfer of a data unit between the 
buffer and the storage medium" (col.7, lines 33-65). 

As to claim 18, Siegel discloses the claimed "implementing the method via an application 
specific integrated circuit (ASIC) (col.4, lines 1-9; col.7, lines 50-66). 

As to claims 19-21, Siegel discloses the claimed "receiving from the host device a command to 
transfer data between the host device and the storage medium" an implemented software used to 
execute a software call from a supervisory program operating in the host computer to receive the 
commands to transfer data to the storage medium (Abstract; col.3, lines 48-64); "storing in a first 
register a value for determining a buffer's fullness" (col.6, lines 58-67; since register in general 
used to hold data for a particular purpose so the memory cache as disclosed by Siegel has the 
register that allow to hold the amount of data to be transferred col.3, line 66-col.4, line 9) and 
"decrementing the value contained in the first register" by decrementing the value contained in 
the first register to zero which indicated that all the requested data has been transferred (col.7, 
lines 33-35) and "incrementing the value contained in the first register" by incrementing the 
value contained in the register in response to a transfer of a data into the buffer (col.7, lines 46- 
56). However, Siegel does not explicitly disclose the use of second-eight registers. On the other 
hand, Sefidvash discloses an analogous system that provides the use of determining which data 
transfer(s) to handle during each available data transfer period, wherein the data transfers 
generally are sent with a command or transaction type indicator, which is transferred in parallel 
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with the first bits of data. During the course of the data transfer, an integrity circuit 81 checks 
each word transferred for it parity value and also checks the entire block with an error detector 
code to make sure the integrity of the data block transferred has been properly fulfilled and also 
keep track of the number of blocks which are properly transferred. Fig. 1 A of Sefidvash 
discloses a multiple registers, wherein the register 34, register 36 and a counter feeder control 
unit keep track of the number of block of data that are being transferred. The system disclosed in 
Fig. 6 of Sefidvash provided a method for measuring the number of bytes and number of blocks 
of data. Fig.2C uses the I/O buffer 36 of fig. 1 A to communicate to flag register 24, the interrupt 
register 34 and the mask register 36 in order to flag errors or to interrupt data transfer on a given 
protocol channel. These implications disclose the use of a second-eight register, wherein each 
one of the registers performs their own special task. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to combine the teachings of the cited 
references, wherein the host computer provided therein (see Siegel's fig. 1 item 14) would 
incorporate the use of a multiple registers, wherein each one the register would perform then- 
own specific task. One having ordinary skill in the art would have found it motivated to utilize 
such a combination in order to ensure integrity of the transfer. 

As to claims 22-24, Siegel discloses the claimed "receiving from the host device a command to 
transfer data between the host device and the storage medium" an implemented software used to 
execute a software call from a supervisory program operating in the host computer to receive the 
commands to transfer data to the storage medium (Abstract; col.3, lines 48-64); "temporarily 
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stores data that is transferred between the host device and the storage medium" (col.3, lines 40- 
50); "storing in a first register a value for determining a buffer's fullness" (col. 6, lines 58-67; 
since register in general used to hold data for a particular purpose so the memory cache as 
disclosed by Siegel has the register that allow to hold the amount of data to be transferred col.3, 
line 66-col.4, line 9) and "decrementing the value contained in the first register" by decrementing 
the value contained in the first register to zero which indicated that all the requested data has 
been transferred (col.7, lines 33-35) and "incrementing the value contained in the first register" 
by incrementing the value contained in the register in response to a transfer of a data into the 
buffer (col.7, lines 46-56). However, Siegel does not explicitly disclose the use of second-eight 
registers. On the other hand, Sefidvash discloses an analogous system that provides the use of 
determining which data transfer(s) to handle during each available data transfer period, wherein 
the data transfers generally are sent with a command or transaction type indicator, which is 
transferred in parallel with the first bits of data. During the course of the data transfer, an 
integrity circuit 81 checks each word transferred for it parity value and also checks the entire 
block with an error detector code to make sure the integrity of the data block transferred has been 
properly fulfilled and also keep track of the number of blocks which are properly transferred. 
Fig. 1A of Sefidvash discloses a multiple registers, wherein the register 34, register 36 and a 
counter feeder control unit keep track of the number of block of data that are being transferred. 
The system disclosed in Fig.6 of Sefidvash provided a method for measuring the number of bytes 
and number of blocks of data. Fig.2C uses the I/O buffer 36 of fig. 1 A to communicate to flag 
register 24, the interrupt register 34 and the mask register 36 in order to flag errors or to interrupt 
data transfer on a given protocol channel. These implications disclose the use of a second-eight 
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register, wherein each one of the registers performs their own task. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to combine the 
teachings of the cited references, wherein the host computer provided therein (see Siegel's fig. 1 
item 14) would incorporate the use of a multiple registers, wherein each one the register would 
perform their own specific task. One having ordinary skill in the art would have found it 
motivated to utilize such a combination in order to ensure integrity of the transfer. 
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